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NONFINAL OFFICE ACTION

 

Response deadline.  File a response to this nonfinal Office action within three months of the “Issue 
date” below to avoid abandonment of the application. Review the Office action and respond using one 
of the links to the appropriate electronic forms in the “How to respond” section below.

Request an extension.  For a fee, applicant may request one three-month extension of the response 
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deadline prior to filing a response. The request must be filed within three months of the “Issue date” 
below. If the extension request is granted, the USPTO must receive applicant’s response to this letter 
within six months of the “Issue date” to avoid abandonment of the application.

Issue date:  May 25, 2023

 
The referenced application has been reviewed by the assigned trademark examining attorney. Applicant 
must respond timely and completely to the issues below. 15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 
2.65(a); TMEP §§711, 718.03.
 
 
SEARCH OF USPTO DATABASE OF MARKS
 
The trademark examining attorney has searched the USPTO database of registered and pending marks 
and has found no conflicting marks that would bar registration under Trademark Act Section 2(d). 15 
U.S.C. §1052(d); TMEP §704.02.
 
 
SUMMARY OF ISSUES:
 

Section 2(e)(1) Refusal—Merely Descriptive•
Advisory: Supplemental Register•
Specimen Not Acceptable—Partial Refusal as to Class 09 •

 
 
SECTION 2(e)(1) REFUSAL—MERELY DESCRIPTIVE 
 
Registration is refused because the applied-for mark merely describes a feature, function, or 
characteristic of applicant’s goods and services. Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1); 
see TMEP §§1209.01(b), 1209.03 et seq.
 
An abbreviation, initialism, or acronym is merely descriptive when it is generally understood as 
“substantially synonymous” with the descriptive words it represents. See In re Thomas Nelson, Inc., 97 
USPQ2d 1712, 1715 (TTAB 2011) (citing Modern Optics, Inc. v. Univis Lens Co., 234 F.2d 504, 506, 
110 USPQ 293, 295 (C.C.P.A. 1956)) (holding NKJV substantially synonymous with merely 
descriptive term “New King James Version” and thus merely descriptive of bibles); In re BetaBatt Inc., 
89 USPQ2d 1152, 1155 (TTAB 2008) (holding DEC substantially synonymous with merely descriptive 
term “direct energy conversion” and thus merely descriptive of a type of batteries and battery related 
services); TMEP §1209.03(h).
 
A mark consisting of an abbreviation, initialism, or acronym will be considered substantially 
synonymous with descriptive wording if:
 

(1)     the applied-for mark is an abbreviation, initialism, or acronym for specific wording;
 

(2)     the specific wording is merely descriptive of applicant’s goods and/or services; and  
 
(3) a relevant consumer viewing the abbreviation, initialism, or acronym in connection with 



applicant’s goods and/or services will recognize it as the equivalent of the merely descriptive 
wording it represents.

 
TMEP §1209.03(h); see In re Thomas Nelson, Inc., 97 USPQ2d at 1715-16 (citing In re Harco Corp., 
220 USPQ 1075, 1076 (TTAB 1984)).
 
In the present case, the attached evidence shows that applicant’s mark “GPT” is an acronym for the 
wording “generative pre-trained transformer.”  According to the attached definitions from Merriam-
Webster Dictionary, "GENERATIVE" means having the power or function of generating, originating, 
producing, or reproducing," "PRE-TRAINED" means to "train in advance," and "TRANSFORMER" 
means "one that transforms." Further, the attached Internet evidence demonstrates such wording is 
commonly used in applicant's industry to refer to a particular type of software featuring artificial 
intelligence (AI) that generates responses based on a pool of pre-existing resources that the software 
uses to generate its responses to user questions.  Some examples of such use are:
 

"As AI technology advances, the development of GPT (Generative Pretrained Transformer) 
models has become increasingly popular. In this article, we will take you through the process of 
building your own GPT project, from planning to deployment." https://www.ideamotive.co/gpt-
software 

•

 
"We have been using a GPT model to explain our insights to operators as a part of BMC 
HelixGPT, and we have now started to decorate our root-cause insights with ticket resolution-
based prescriptions. We constrain our GPT with a domain and tenant-specific model that 
continuously learns resolutions from subject matter experts (SMEs) in the organization—hence 
the phrase “expert of (your) systems”—and prompt our GPT with root-cause analysis we 
conduct using observational data in prior steps in our AI 
architecture." https://www.bmc.com/blogs/bmc-helixgpt-expert-of-your-systems/

•

 
"One example of this technology is RoomGPT.io, an AI-powered virtual staging tool. 
RoomGPT.io uses GPT technology, which stands for Generative Pretrained Transformer, to 
generate realistic images of staged rooms. This technology is able to create images that are so 
realistic that it can be hard to distinguish them from actual 
photos." https://realestatecareerhq.com/ai-virtual-staging/

•

 
Accordingly, the applied-for mark "GPT" will immediately convey to relevant consumers that 
applicant’s software goods and/or services feature AI based software that have the function of 
generating responses based on a set ofpre-existing data it is trained with in advance, wherein the 
software transforms inputted information into conversational responses or transforms data into text, 
images, or other languagesin response to a user question or request. 
 
Considering the above, the applied-for mark is refused registration under Trademark Act Section 
2(e)(1). Although applicant’s mark has been refused registration, applicant may respond to the 
refusal(s) by submitting evidence and arguments in support of registration.
 
Applicant should note the advisory below.
 
 
ADVISORY: SUPPLEMENTAL REGISTER
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In addition to being merely descriptive, the applied-for mark appears to be generic in connection with 
the identified goods and/or services.  “A generic mark, being the ‘ultimate in descriptiveness,’ cannot 
acquire distinctiveness” and thus is not entitled to registration on either the Principal or Supplemental 
Register under any circumstances.  In re La. Fish Fry Prods., Ltd., 797 F.3d 1332, 1336, 116 USPQ2d 
1262, 1264 (Fed. Cir. 2015) (quoting H. Marvin Ginn Corp. v. Int’l Ass’n of Fire Chiefs, Inc., 782 F.2d 
987, 989, 228 USPQ 528, 530 (Fed. Cir. 1986)); see TMEP §§1209.01(c) et seq., 1209.02(a).  
Therefore, the trademark examining attorney cannot recommend that applicant amend the application 
to proceed under Trademark Act Section 2(f) or on the Supplemental Register as possible response 
options to this refusal.  See TMEP §1209.01(c).
 
Applicant should note the additional refusal below. 
 
 
SPECIMEN NOT ACCEPTABLE
 
Partial Refusal as to Class 09 
 
Specimen is not an acceptable display for software. Registration is refused because the specimen in 
International Class 9 is not acceptable as a display associated with downloadable software and does not 
show the applied-for mark as actually used in commerce. Trademark Act Sections 1 and 45, 15 U.S.C. 
§§1051, 1127; 37 C.F.R. §§2.34(a)(1)(iv), 2.56(a), (b)(1); TMEP §§904, 904.03(e), (g), 904.07(a). An 
application based on Trademark Act Section 1(a) must include a specimen showing the applied-for 
mark as actually used in commerce for each international class of goods identified in the application or 
amendment to allege use. 15 U.S.C. §1051(a)(1); 37 C.F.R. §§2.34(a)(1)(iv), 2.56(a); TMEP §§904, 
904.07(a).
 
A display specimen for downloadable software (1) must show use of the mark directly associated with 
the goods and (2) such use must be of a point-of-sale nature. 37 C.F.R. §2.56(b)(1). To show use of a 
point-of-sale nature, a specimen generally must provide sufficient information to enable the user to 
download or purchase the software from a website. See TMEP §904.03(e) (citing In re Azteca Sys., 
Inc., 102 USPQ2d 1955, 1957 (TTAB 2012)).
 
In this case, the specimen does not provide the means to enable the user to download or purchase the 
software from the website. See In re Sones, 590 F.3d 1282, 1286-89, 93 USPQ2d 1118, 1122-24 (Fed. 
Cir. 2009); In re Azteca Sys., Inc., 102 USPQ2d at 1957; TMEP §904.03(e), (i). Specifically, applicant 
has provided multiple screenshots of webpages with information describing various software models 
with non-matching marks such as "GPT-DISCORD-BOT", "GPT-2", and "OPENAI-GPT" with 
descriptions about how to download these different software models.  Applicant also has various 
webpages showing "GPT" used with an online transformer and descriptions of a GPT software for 
images and languages.  None of these webpages demonstrate the ability to download the identified 
software with the matching mark "GPT".
 
Accordingly, such material is mere advertising, which is not acceptable as a specimen for goods. See In 
re Yarnell Ice Cream, LLC, 2019 USPQ2d 265039, at *15-16 (TTAB 2019) (quoting In re Siny Corp., 
920 F.3d 1331, 1336, 2019 USPQ2d 127099, at *2-3 (Fed. Cir. 2019)); see also Avakoff v. S. Pac. Co., 
765 F.2d 1097, 1098, 226 USPQ 435, 436 (Fed. Cir. 1985); TMEP §904.04(b), (c).
 
Furthermore, the mark appearing on the specimen and in the drawing must match; that is, the mark in 
the drawing “must be a substantially exact representation of the mark” on the specimen. See 37 C.F.R. 



§2.51(a)-(b); TMEP §807.12(a).  Here, the marks on the software associated with the download 
instructions differs from the applied-for mark because of the extra wording included with the 
dashes. Applicant has thus failed to provide the required evidence of use of the mark in commerce for 
Class 09. See TMEP §807.12(a).
 
Examples of specimens. Specimens for downloadable software include instruction manuals or screen 
printouts from (1) webpages showing (a) the mark associated with the software and (b) ordering or 
purchasing information or information sufficient to download the software, (2) the actual program 
while running that shows the mark in the title bar, or (3) launch screens that show the mark in an 
introductory message box that appears after opening the program. See TMEP §904.03(e), (i), (j). Any 
webpage printout or screenshot submitted as a specimen must include the webpage’s URL and the date 
it was accessed or printed on the specimen itself, within the TEAS form that submits the specimen, or 
in a verified statement under 37 C.F.R. §2.20 or 28 U.S.C. §1746 in a later-filed response.  See 37 
C.F.R. §2.56(c); TMEP §§904.03(i), 1301.04(a).
 
Response options. Applicant may respond to this refusal by satisfying one of the following for each 
applicable international class:
 

(1)        Submit a different specimen (a verified “substitute” specimen) that (a) was 
in actual use in commerce at least as early as the filing date of the application or prior to 
the filing of an amendment to allege use and (b) shows the mark in actual use in commerce 
for the software identified in the application or amendment to allege use. A “verified 
substitute specimen” is a specimen that is accompanied by the following statement made in 
a signed affidavit or supported by a declaration under 37 C.F.R. §2.20: “The substitute (or 
new, or originally submitted, if appropriate) specimen(s) was/were in use in commerce at 
least as early as the filing date of the application or prior to the filing of the amendment to 
allege use.” The substitute specimen cannot be accepted without this statement.

 
(2)        Amend the filing basis to intent to use under Section 1(b) (which includes 

withdrawing an amendment to allege use, if one was filed), as no specimen is required 
before publication. This option will later necessitate additional fee(s) and filing 
requirements, including a specimen.

 
For an overview of the response options referenced above and instructions on how to satisfy these 
options using the online Trademark Electronic Application System (TEAS) form, see the Specimen 
webpage.
 
 
RESPONSE GUIDELINES
 
For this application to proceed, applicant must explicitly address each refusal and/or requirement in this 
Office action.  For a refusal, applicant may provide written arguments and evidence against the refusal, 
and may have other response options if specified above.  For a requirement, applicant should set forth 
the changes or statements.  Please see “Responding to Office Actions” and the informational video 
“Response to Office Action” for more information and tips on responding.
 
Please call or email the assigned trademark examining attorney with questions about this Office action. 
 
Trademark Assistance Center 
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The Trademark Assistance Center (TAC) is the main support center for all customers, from first-time 
filers to legal professionals and experienced trademark applicants.  Contact the Trademark Assistance 
Center for:
 
General information about registering a trademark
Trademark literature and publications
Updates on the status of trademark applications and registrations
Answers to case-specific questions about an application or registration
Help navigating electronic forms and systems
Help finding information on our website about the meaning of trademark terms and concepts, how to 
start the application process, application and registration timelines, and more. 
 
TAC is open from 8:30am to 8:00pm ET: 
 
Toll free: 1-800-786-9199 (press 1)
Local: 571-272-9250 (press 0)
International: 1-571-272-9250 (press 0)
Email: TrademarkAssistanceCenter@uspto.gov
 
How to respond.  File a response form to this nonfinal Office action or file a request form for an 
extension of time to file a response.  

 

/Kelly Burke/
Kelly Burke
Examining Attorney 
LAW OFFICE 128
(571) 272-6205
Kelly.Burke@uspto.gov

 

RESPONSE GUIDANCE

Missing the deadline for responding to this letter will cause the application to abandon.  A 
response or extension request must be received by the USPTO before 11:59 p.m. Eastern Time 
of the last day of the response deadline.  Trademark Electronic Application System (TEAS) 
system availability could affect an applicant’s ability to timely respond.  For help resolving 
technical issues with TEAS, email TEAS@uspto.gov.

•

Responses signed by an unauthorized party are not accepted and can cause the application to 
abandon.  If applicant does not have an attorney, the response must be signed by the individual 
applicant, all joint applicants, or someone with legal authority to bind a juristic applicant.  If 
applicant has an attorney, the response must be signed by the attorney.

•

If needed, find contact information for the supervisor of the office or unit listed in the 
signature block.

•
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United States Patent and Trademark Office (USPTO)

USPTO OFFICIAL NOTICE

Office Action (Official Letter) has issued  
on May 25, 2023 for  

U.S. Trademark Application Serial No. 97733259

A USPTO examining attorney has reviewed your trademark application and issued an Office 
action.  You must respond to this Office action to avoid your application abandoning.  Follow 
the steps below.  

(1)  Read the Office action.  This email is NOT the Office action.  

(2)  Respond to the Office action by the deadline using the Trademark Electronic Application 
System (TEAS).  Your response, or extension request, must be received by the USPTO on or 
before 11:59 p.m. Eastern Time of the last day of the response deadline.  Otherwise, your 
application will be abandoned.  See the Office action itself regarding how to respond.  

(3)  Direct general questions about using USPTO electronic forms, the USPTO website, the 
application process, the status of your application, and whether there are outstanding deadlines 
to the Trademark Assistance Center (TAC).  

After reading the Office action, address any question(s) regarding the specific content to the 
USPTO examining attorney identified in the Office action.  

GENERAL GUIDANCE
Check the status of your application periodically in the Trademark Status & 
Document Retrieval (TSDR) database to avoid missing critical deadlines.  

•

Update your correspondence email address to ensure you receive important USPTO 
notices about your application.  

•

Beware of trademark-related scams.  Protect yourself from people and companies that 
may try to take financial advantage of you.  Private companies may call you and pretend 
to be the USPTO or may send you communications that resemble official USPTO 
documents to trick you.  We will never request your credit card number or social security 
number over the phone.  Verify the correspondence originated from us by using your 
serial number in our database, TSDR, to confirm that it appears under the “Documents” 
tab, or contact the Trademark Assistance Center.  

•

Hiring a U.S.-licensed attorney.  If you do not have an attorney and are not required to •
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have one under the trademark rules, we encourage you to hire a U.S.-licensed attorney 
specializing in trademark law to help guide you through the registration process.  The 
USPTO examining attorney is not your attorney and cannot give you legal advice, but 
rather works for and represents the USPTO in trademark matters.  

 


